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1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1 -1 2, drawn to an electrolytic method for purifying an aqueous 
eluent stream, classified in class 205, subclass 746. 

II. Claims 1 3-1 4, drawn to a method for purifying an aqueous eluent 
employing ion exchange medium, classified in class 210, subclass 263. 

III. Claims 16-28, drawn to chromatography apparatus, classified in class 
422, subclass 68.1. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions I, II or III are unrelated. Inventions are unrelated if it can be shown 

that they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01 ). In 
the instant case the different inventions are not disclosed as capable of use together 
and have different modes of operation. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

3. During a telephone conversation between Aran Phasge and David Brezner on March 24, 
2005 a provisional election was made without traverse to prosecute the invention of Group III, 
claims 16-28. Affirmation of this election must be made by applicant in replying to this Office 
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action. Claims 1-15 have been withdrawn from further consideration by the examiner, 37 
CFR 1 . 142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(i). 

4. Claims 16-28 are rejected under 35 U.S.C, 1 12, first paragraph, as based on a 
disclosure which is not enabling. Features critical or essential to the practice of the 
invention are disclosed, but are not included in the claim(s). Claims of the instant scope 
are not enabled by the disclosure. See In re Mayhew, 527 F.2d 1229, 188 USPQ 356 
(CCPA 1976). The embodiments all require two electrodes (missing from claims 27- 
28) and further require: one barrier and resin (Fig. 1 ), two barriers and resin (Figs. 3, 5), 
or two barriers and a source solution (Fig. 4) for operation. The apparatus as presently 
claimed is not functional. 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the inventbn was described in (1 j an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
hot commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

9. Claims 1 6-27 are rejected under 35 U.S.C. 1 02(e) as being anticipated by 
Anderson Jr. et al US006468804B1 . 
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Anderson teaches a housing 15, a source of electrolyte-containing eluent 10, 
electrodes 22, 23, a chromatographic column 14, a detector 21, barriers 26a,b and flow- 
through ion exchange medium 31 . The flow connections and electrode positions are as 
claimed. The housing also constitutes a suppressor. See Figures 1 and 3. 
10. Claims 27-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Anderson as applied to claims above above, and further in view of Small 
US005633171A. 

Anderson fails to teach the source of regenerant or valving. 

Small teaches an apparatus similar to that of Anderson. Two suppressors 
provided and are valved so that one is in use while the other is regenerated. 

It would have been obvious to provide two suppressors in the apparatus of 
Anderson in order to intermittently regenerate the suppressors in turn as taught by 
Small. Note that since the effluent form the suppressor is recycled to the mobile phase 
source in Anderson, it would have been obvious to provide valving to do so during use, 
and not to do so during regeneration as in Small. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jan M. Ludlow whose telephone number is (571 ) 272- 
1260. The examiner can normally be reached on Monday-Thursday, 1 1 :30 am - 8:00 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on (571 ) 272-1267. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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